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DETAILED ACTION 

1 . This office action is in response to the application filed on 1 1/24/03. 

Specification 

2. The abstract of the disclosure is objected to because it is more than one 
paragraph. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 29, 30, and 31 are rejected under 35 U.S.C 101 because the claimed 
invention is directed to non-statutory subject matter. Applicant's disclosure (Page 9, 
lines 16-26 and Page 20 line 26 to Page 21 line 4) defines a carrier medium as 
"electronic signal. . .radio frequency carrier wave. . .optical carrier wave". Such carrier 
medium is not tangible to form the basic statutory subject matter under 35 U.S.C 101 . 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1,6-10, 15-16, 20-24, and 28-32 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Hama et al. (USPN 5,754,177). 

Regarding claim 1, Hama disclosed a method for performing an operation on a graphic 
object in a display of overlapping graphic objects in a data processing system, the 
method comprising the steps of: 

detecting the position of a pointer on said display (Abstract, lines 3-4; Col. 3, 
lines 37-39 and 52-54); 

displaying to a user an indication of potential target objects of said operation 
which coincide with said pointer position (Abstract, lines 3-13; Col. 3, line 52 to Col. 4 
line 3; 

detecting a selection of one of said indicated potential target objects as the target 
object (Col. 4, lines 20-24 and line 66 to Col. 5, line 6; Col. 6, lines 14-24; and 
performing said operation on said target object (Col. 1 , lines 56-59). 

Regarding claim 6, Hama disclosed the method of claim 1 , further comprising the step 
of storing the positions of said graphic objects on said display and comparing said 
pointer position with said graphic object positions to determine which objects are 
coincident with the pointer (Figure 2, element 3; Col. 2, lines 44-50; Col. 3, lines 42-59). 

Regarding claim 7, Hama disclosed method of claim 1 , further comprising the step of 
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maintaining a record of attributes relating to each of said graphic objects (Figure 2, 
element 3; Col. 3, lines 47-52). 

Regarding claim 8, Hama disclosed the method of claim 1, wherein said displaying step 
comprises displaying to the user a hover window listing said graphic objects which are 
coincident with said pointer position (Abstract, lines 10-11; Col. 2, lines 50-53; Col. 3 
line 66 to Col. 4 line 1 3; Col. 4, lines 33-36). 

Regarding claim 9, Hama disclosed the method of claim 8, wherein said displaying step 
comprises displaying on the list only those graphic objects which are coincident with 
said pointer position and on which the operation could be performed (Abstract, lines 10- 
1 1 ; Col. 2, lines 50-53; Col. 3 line 66 to Col. 4 line 13; Col. 4, lines 33-36). 

Regarding claim 1 0, Hama disclosed the method of claim 1 , further comprising making 
said target object visible during performance of the operation on said target object 
(Abstract, lines 10-11; Col. 2, lines 50-53; Col. 3 line 66 to Col. 4 line 13; Col. 4, lines 
33-36; Col. 1, lines 56-59). 

Regarding claim 15, Hama inherently discloses the method of claim 1, wherein said 
step of displaying an indication of coincident graphic objects is dependent on said 
position of the pointer remaining the same for a certain period of time. 
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The limitations of claims 16, 20, 21, 22, 23 and 24 have been addressed in the rejection 
of claims 1 , 6, 7, 8, 9, and 10 above. They are, therefore, rejected under the same 
basis. 

Regarding claim 28 and 29: claims 28 and 29 are the program element comprising 
program code for executing the software tool of claim 16. They are, therefore, rejected 
under the same basis. 

Regarding claim 30: claim 30 is the program element comprising instructions for 
performing the method of claim 1 . It is, therefore, rejected under the same basis. 

Regarding claim 31, Hama inherently disclosed a solid-state memory. 

Regarding claim 32, the rejection of claim 16 is incorporated and Hama discloses a data 
processing system comprising a software tool according to claim 16 (Figure2). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 2-5 and 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hama et al. (USPN 5,754,177) in view of Keren et al. (USPN 6,335,733). 

Regarding claim 2, the rejection of claim 1 is incorporated and Hama does not 
specifically disclose the step of selecting the operation to be performed on said target 
object. However, Keren disclosed the above limitation (Col. 5, lines 29-35). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the teachings of Keren into the system of Hama in order to allow users to 
efficiently edit graphic objects. 

Regarding claim 3, the rejection of claim 2 is incorporated and further Keren disclosed 
wherein said step of selecting an operation comprises detecting a user input identifying 
selection of a manipulation tool (Col. 5, lines 29-35 and 43-47). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teachings of Keren into the system of Hama in order to allow users to 
accurately manipulate graphic objects. 

Regarding claim 4, the rejection of claim 3 is incorporated and further Keren disclosed 
changing the form of said pointer on said display in response to detection of said user 
input selection (Col. 5, lines 14-16 and 48-50). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teachings 
of Keren into the system of Hama in order to allow users to efficiently visualize the 
interchange of one operation to another. 
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Regarding claim 5, the rejection of claim 2 is incorporated and further Keren disclosed 
wherein said step of selecting the operation to be performed comprises selecting a 
source object and said step of performing the operation comprises dropping said source 
object onto said target object (Col. 5, lines 21-23 and 48-54). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teachings of Keren into the system of Hama in order to allow the user to 
directly or easily perform the operation on the target object. 

Claims 17-19 have been addressed in the rejection of claims 2-5 above. They are, 
therefore, rejected under the same basis. 

9. Claim 1 land 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hama et al. (USPN 5,754,177) in view of Bates et al. (USPN 5,377,314). 

Regarding claim 1 1 , the rejection of claim 1 0 in incorporated and Hama does not 
specifically disclose the step of determining whether said target object is the outermost 
one of said graphic objects which are coincident with the position of the pointer. 
However, Bates disclosed the above limitation (Col. 5, line 59 to Col. 6, line 4). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the teachings of Bates into the system of Hama in order to allow the 
determination of the outermost object based on the order which objects appear in the z- 
axis (Bates Col. 6, lines 2-4). 
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Claim 25 has been addressed in the rejection of claim 1 1 above. It is, therefore, rejected 
under the same basis. 

10. Claims 12-14 and 26-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hama et al. (USPN 5,754,177) in view of Bates et al. (USPN 
5,377,314) and further in view of Frank et al. (USPN 5,651,107). 

Regarding claim 12, the rejection of claim 11 is incorporated and neither Hama or Bates 
disclose wherein the step of making said target object visible comprises temporarily 
making at least the outermost one of said coincident graphic objects transparent. 
However, Frank disclosed making coincident graphic objects transparent (Abstract, 
lines 17-25). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Frank into the system of Hama and 
Bates in order to make underlying data or graphics visible to users (Bates, Abstract, 
lines 22-25; Col. 2, lines 49-55). 

Regarding claim 13, Hama, Bates and Frank substantially disclose the invention as 
claimed. In addition, Frank discloses the claimed wherein the outermost coincident 
object is a child to a parent object and the step of making the selected target object 
visible comprises temporarily making both the child and its parent object transparent 
(Abstract, lines 17-25; Col. 2, line 49 to Col. 3, line 4). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to incorporate the 
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teachings of Frank into the system of Hama and Bates in order to make underlying data 
or graphics visible to users (Bates, Abstract, lines 22-25; Col. 2, lines 49-55). 

Claims 26 and 27 have been addressed in the rejection of claims 12 and 13, above. 
They are, therefore, rejected under the same basis. 

Regarding claim 14, Frank inherently discloses graphic objects, which reappear 
automatically after the operation has been performed on said target object. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kim-Lynn Dam whose telephone number is (571) 270- 
1408. The examiner can normally be reached on M-TH 7:30-5:00, Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful,, the examiner's 
supervisor, Chameli Das can be reached on (571) 272-3696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



